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Sec. 9.

(1) Registration of atrade mark may be cancelled

1. if itisidentical with an earlier filed or registered trade
mark, and the goods or services for which the trade mark is
registered are identical with the goods or services for which the
earlier trade mark isfiled or is registered,

2. If because of itsidentity with, or similarity to, the earlier
filed or registered trade mark, and the identity or similarity of the
goods or services covered by the trade marksthere exists a
likelihood of confusion on the part of the public, which includes
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the likelihood of association with the other trade marks, or
3. ifitisidentical with or similar to an earlier filed or
registered trade mark, and has been registered for goods or
services which are not similar to those for which the earlier trade
mark isfiled or registered, where the earlier trade mark has a
reputation in the Federal Republic of Germany and where the use
of the registered trade mark without due cause would take unfair
advantage of, or be detrimental to, the distinctive character or the
repute of such trade mark.
(2) Applications for trade marks constitute grounds for refusal
within the meaning of subsection (1) only if they are registered.
Well-Known Trade Marks

Sec. 10.

(1) A trade mark shall not be registered if it isidentical with or
similar to an earlier trade mark well known in the Federal
Republic of Germany within the meaning of Article 6bis of the
Paris Convention and if the additional requirements under

Section 9(1), Nos. 1, 2 or 3, are met.

(2) Subsection (1) shall not apply if the applicant has been
authorized to file the application by the proprietor of the
well-known trade mark.
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Trade mark likely to deceive or cause confusion

43. An application for the registration of a trade mark in
respect of particular goods or services must be regected if,
because of some connotation that the trade mark or a sign
contained in the trade mark has, the use of the trade mark in
relation to those goods or services would be likely to deceive or
cause confusion.
I dentical etc. trade marks

44.-(1) Subject to subsections (3) and (4), an application for
the registration of a trade mark (applicant's trade mark) in
respect of goods (applicant's goods) must be rejected if:
(@  the applicant's trade mark is substantialy identical with,
or deceptively similar to:
(i) a trade mark registered by another person in respect of
similar goods or closely related services; or
(i) a trade mark whose registration in respect of similar
goods or closely related services is being sought by another
person; and
(b)  thepriority date for the registration of the applicant's trade
mark in respect of the applicant's goods is not earlier than the
priority date for the registration of the other trade mark in respect
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of the similar goods or closely related services.

(2) Subject to subsections (3) and (4), an application for the
registration of atrade mark (applicant's trade mark) in respect of
services (applicant's services) must be rejected if:

(@ itissubstantialy identical with, or deceptively similar to:
(i) atrade mark registered by another person in respect of
similar services or closely related goods; or

(i) a trade mark whose registration in respect of similar
services or closely related goods is being sought by another
person; and

(b)  thepriority date for the registration of the applicant's trade
mark in respect of the applicant's services is not earlier than the
priority date for the registration of the other trade mark in respect
of the similar services or closely related goods.

(3) If the Registrar in either caseis satisfied:

(@ that there has been honest concurrent use of the 2 trade
marks; or

(b)  that, because of other circumstances, it is proper to do so;
the Registrar may accept the application for the registration of the
applicant's trade mark subject to any conditions or limitations that
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the Registrar thinks fit to impose. If the applicant's trade mark
has been used only in a particular area, the limitations may
include that the use of the trade mark isto be restricted to that
particular area.

(4) If the Registrar in ether case is satisfied that the
applicant, or the applicant and the predecessor in title of the
applicant, have continuously used the applicant's trade mark for a
period:

(@  beginning before the priority date for the registration of
the other trade mark in respect of:

(i)  thesimilar goods or closely related services; or

(i)  thesmilar services or closealy related goods; and

(b) ending on the priority date for the registration of the
applicant's trade mark;

the Registrar may not reject the application because of the
existence of the other trade mark.

60. The registration of a trade mark in respect of particular
goods or services may be opposed on the ground that:
(@ itissubstantialy identical with, or deceptively similar to,
a trade mark that, before the priority date for the registration of
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the first-mentioned trade mark in respect of those goods or
services, had acquired areputation in Australia; and

because of the reputation of that other trade mark, the use of the
first-mentioned trade mark would be likely to deceive or cause
confusion.
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Article 8: Relative groundsfor refusal

1. Upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for shall not be registered:

(@) if it isidentical with the earlier trade mark and the goods or
services for which registration is applied for are identical with the
goods or services for which the earlier trade mark is protected,;
(b) if because of itsidentity with or similarity to the earlier trade
mark and the identity or similarity of the goods or services
covered by the trade marks there exists alikelihood of confusion
on the part of the public in the territory in which the earlier trade
mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.

2. For the purposes of paragraph 1, "Earlier trade marks" means:
(a) trade marks of the following kinds with a date of application
for registration which is earlier than the date of application for
registration of the Community trade mark, taking account, where
appropriate, of the priorities claimed in respect of those trade
marks:

(i) Community trade marks,

(i) trade marks registered in a Member State, or, in the case of

11
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Belgium, the Netherlands or Luxembourg, at the Benelux Trade
Mark Office;

(iii) trade marks registered under international arrangements
which have effect in aMember State;

(iv) trade marks registered under international arrangements
which have effect in the Community?*;

(b) applications for the trade marks referred to in
subparagraph (a), subject to their registration;

(c) trade marks which, on the date of application for registration
of the Community trade mark, or, where appropriate, of the
priority claimed in respect of the application for registration of
the Community trade mark, are well known in a Member State, in
the sense in which the words "well known™" are used in Article 6
bis of the Paris Convention.

3. Upon opposition by the prorietor of the trade mark, atrade
mark shall not be registered where an agent or representative of
the proprietor of the trade mark applies for registration thereof in
his own name without the proprietor's consent, unless the agent
or representative justifies his action.

4. Upon opposition by the proprietor of a non-registered trade
mark or of another sign used in the course of trade of more than

12
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mere local significance, the trade mark applied for shall not be
registered where and to the extent that, pursuant to the
Community legidation or the law of the Member State governing
that sign®:

(@) rightsto that sign were acquired prior to the date of
application for registration of the Community trade mark, or the
date of the priority claimed for the application for registration of
the Community trade mark;

(b) that sign confers on its proprietor the right to prohibit the use
of a subsequent trade mark.

5. Furthermore, upon opposition by the proprietor of an earlier
trade mark within the meaning of paragraph 2, the trade mark
applied for shall not be registered where it is identical with or
similar to the earlier trade mark and is to be registered for goods
or services which are not similar to those for which the earlier
trade mark is registered, where in the case of an earlier
Community trade mark the trade mark has a reputation in the
Community and, in the case of an earlier national trade mark, the
trade mark has a reputation in the Member State concerned and
where the use without due cause of the trade mark applied for
would take unfair advantage of, or be detrimenta to, the

13
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distinctive character or the repute of the earlier trade mark.
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Relative groundsfor refusal of registration.

5.

(1)) Atrade mark shall not be registered if it isidentica with
an earlier trade mark and the goods or services for which the
trade mark is applied for are identical with the goods or services
for which the earlier trade mark is protected.

(2)  Atrade mark shall not be registered if because-

(@ itisidentical with an earlier trade mark and isto be
registered for goods or services similar to those for which the
earlier trade mark is protected, or

(b) itissimilar to an earlier trade mark and is to be registered
for goods or servicesidentical with or similar to those for which
the earlier trade mark is protected,

there exists alikelihood of confusion on the part of the public,
which includes the likelihood of association with the earlier trade
mark.

(3  Atrade mark which-

(@  isidentical with or similar to an earlier trade mark, and

16
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(b)  istoberegistered for goods or services which are not
similar to those for which the earlier trade mark is protected,
shall not be registered if, or to the extent that, the earlier trade
mark has areputation in the United Kingdom (or, in the case of a
Community trade mark, in the European Community) and the use
of the later mark without due cause would take unfair advantage
of, or be detrimental to, the distinctive character or the repute of
the earlier trade mark.

(4)  Atrade mark shall not be registered if, or to the extent
that, its use in the United Kingdom is liable to be prevented-

(@ by virtueof any rule of law (in particular, the law of
passing off) protecting an unregistered trade mark or other sign
used in the course of trade, or

(b) by virtue of an earlier right other than those referred to in
subsections (1) to (3) or paragraph (a) above, in particular by
virtue of the law of copyright, design right or registered designs.
A person thus entitled to prevent the use of atrade mark is
referred to in thisAct as the proprietor of an "earlier right" in
relation to the trade mark.

(50  Nothing in this section prevents the registration of atrade
mark where the proprietor of the earlier trade mark or other

17
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earlier right consents to the registration.

Meaning of " earlier trade mark" .

6.-

(1) InthisAct an"earlier trade mark" means-

(@  aregistered trade mark, international trade mark (UK) or
Community trade mark which has a date of application for
registration earlier than that of the trade mark in question, taking
account (where appropriate) of the priorities claimed in respect of
the trade marks,

(b) aCommunity trade mark which hasavalid clamto
seniority from an earlier registered trade mark or international
trade mark (UK), or

(c) atrade mark which, at the date of application for
registration of the trade mark in question or (where appropriate)
of the priority claimed in respect of the application, was entitled
to protection under the Paris Convention as awell known trade
mark.

(2) ReferencesinthisActto an earlier trade mark include a
trade mark in respect of which an application for registration has
been made and which, if registered, would be an earlier trade
mark by virtue of subsection (1)(a) or (b),subject to its being so

18




12 13

registered.
A trade mark within subsection (1)(a) or (b) whose registration

expires shall continue to be taken into account in determining the
registrability of a later mark for a period of one year after the
expiry unless the registrar is satisfied that there was no bona fide
use of the mark during the two years immediately preceding the

expiry.
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R R

(x) trademarkswhich are well known among consumers as
indicating the goods or services as being connected with another
person's business, and trademarks similar thereto, and which are
used in respect of such goods or services or similar goods or
services,

(xi) trademarkswhich areidentical with, or similar to,
another person's registered trademark applied for prior to the
filing date of the trademark application concerned and which are
used on the designated goods or designated services [meaning the
goods or services designated in accordance with Section 6(1)
(including its application under Section 68(1))-hereinafter
referred to as "the designated goods or designated services']
covered by the trademark registration referred to or on similar
goods or services,

trademarks which are liable to cause confusion with goods or
services connected with another person's business (other than the

trademarks mentioned in paragraphs (x) to (xiv));

20
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